SENATE ECONOMICS COMMITTEE

DESIGNS BILL AND CONSEQUENTIAL AMENDMENTS

First, allow me to apologise for the lateness of this submission.  When I received notice of the Committee’s inquiry through the Law Council, there was only a week until the expiry of the deadline for submission and court commitments precluded my attention.  Following my presentation last night to a meeting of the Intellectual Property Society of Australia and New Zealand, however, I do wish to provide some comments on the copyright/design overlap provisions contained within the Designs (Consequential Amendments) Bill 2002.  In view of the lateness of the hour, I shall be as succinct as possible.

1. First, I recognise that the Bill will go a considerable way towards curing some of the more glaring anomalies that have arisen under the current regime.  That is certainly worthwhile, but is a second best solution.  It is a great pity that the approach recommended by the ALRC has not been adopted.  As that choice is a matter of policy, however, I shall not dwell on that.

2. The third paragraph of the Explanatory Memorandum (“EM”) under the heading “Outline” provides a very helpful outline of the broad policy of the legislation.  That policy could be furthered if an additional statement were included along the following lines:

As part of this broad policy, it is intended that copyright protection should not be available to prevent the embodiment of a corresponding design (following its commercial exploitation in three-dimensional form) in a product where the advance over the prior art made by the artistic work would not warrant protection as a registered design.

The courts have recognised this from time to time, see e.g. the Full Federal Court’s decision in Hosokowa v Micron, but have not always done so.  Many of the problems which have been created could well have been avoided if sufficient attention had been given to this aspect of the policy.  Re-stating it clearly in the EM as part of the ‘broad policy’ can only further that.

3. Paragraph 10 of the EM helpfully refers to an aspect of the new definition of “corresponding design” being to make it clear that the defence to copyright infringement will apply to drawings that constitute methods or principles of construction even though such drawings were not ‘designs’.  (The point is made rather more indirectly than this.)  The paragraph gives the example of pump parts, apparently a reference to the Warman cases.  The proposition is certainly well worth stating even though later cases have not followed the reasoning in the Warman cases.  

The proposition could usefully be clarified further by expressly indicating that the new definition is also intended to catch drawing of so-called “complex products” like the solar panels in SW Hart v Edwards and the expansion joint in the CIPEC case.  The drawings in these case were not ‘designs’ at least in part for rather different reasons than advanced in the “pump parts cases”.

In addition, the EM should expressly state (if that be intended) that the definition is also intended to include drawings of products of indefinite dimension(s) such as guttering and the extrusions considered in the Bondor and similar cases.  (Inclusion of such artistic works within the definition of corresponding design would seem to follow from the fact that such matters will be registrable under the Designs Bill.)  

Unlike the situation with the reasoning in the Warman cases, the case law has not adequately addressed either of these issues and it would greatly facilitate the application of the legislation (and reduce costs) if they were specifically addressed.

4. Paragraphs 12 to 15 of the EM appear to indicate that exploitation of artistic works by weaving, knitting or other textured embodiment in a product will lose copyright.  Prior to this, the debates had been that such textured embodiments should really be treated the same as two-dimensional patterns and so retain copyright.  It could be argued that the application of an artistic work in woven, knitted or other “textured” form is really a feature of pattern or ornamentation.  The discussion at paragraphs 12 to 15 of the EM appears to indicate, however, that such textured embodiments are not features of pattern or ornament.  That would appear to be the opposite of what most industry was arguing for.  I am not sure which result is intended and, given the cost in money, time and uncertainty that all litigation (but especially “designs” litigation) entails, this should be clarified.

5. It is not entirely clear what the words “on or after that commencement”, which will be retained in s 75, are intended to achieve.  They should (one hopes) be limited in effect only to registration under the Designs Act 2002 [2003].  Even if so, they are not necessary and I submit they should be deleted as introducing the potential for unnecessary confusion.

6. Section 76 should be amended to refer expressly to the Designs Act 2002 [2003], just as the other provisions will be amended.

7. There are no transitional provisions for the amendments to the Copyright Act.  Instead, this is attempted to be dealt with by making express provision within the particular sections.  Thus s 77(1)(b) (relating to when industrialisation takes place) will be amended to state “and whether before or after the commencement of this section”.  Unfortunately, similar provision is not made for s 77(1)(c) (relating to when the sales must occur).  This means that, if there are no sales after the date when these amendments come into force, the copyright owner will be able to assert copyright.  It may be that this is not a very likely scenario.  One thing the cases on this area of the law show, however, is that there is no limit to the permutations that will be brought before the courts.  Therefore, I recommend that the words proposed to be added to s 77(1)(b) also be added to s 77(1)(c).  This would be consistent with ALRC recommendation 181.

8. Proposed s 77(1A)(a) and s 77(2)(b) refer to a product being disclosed in a complete specification which is published in Australia.  The EM (paragraph 30) and the ALRC (paragraph 17.39) appear to contemplate that what must be disclosed in the complete specification is a drawing.  The terms of the Bill, however, do not make this explicit.  As there have been cases where verbal instructions have been sufficient to give rise to infringement of artistic work, therefore, it would be appropriate to limit s 77(1A)(a) only to artistic works in a complete specification that discloses a product made to the corresponding design.

9. It is a great pity that no attempt has been made actually define “work of artistic craftsmanship” which is one of the central, unresolved controversies in this branch of the law.  The proposed amendment to the definition of ‘artistic work’ does not actually address this point.

10. Also, although it is not strictly on point, we should appreciate that the process of certificate of examination proposed in the Designs Bill will work serious injustice on the many small business applicants who apparently make up the bulk of applicants.  It is highly unlikely that they will appreciate the need to spend money on examination until an infringer looms on the horizon and then it will be too late for them to take effective action.

I apologise once again to the Committee for the lateness and succinctness of this submission.  I would of course be willing to clarify anything above if that would be of assistance.

