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 ADVANCE \d 23 Confidential Email

Dear Dr Dermody

Designs Bill 2002 and Designs (Consequential Amendments) Bill 2002 (the Bills)

We refer to your letter of 6 March 2003 requesting submissions in respect of the proposed new designs regime in Australia and to recent telephone conversations between Susan McMaster and Mr David Pengilley.

As you know, we have made various submissions in respect of the new designs regime.  Specifically, submissions made to IP Australia on the Designs Bill Exposure Draft in June 2001 and more recently in relation to the proposed treatment of spare parts (right to repair) in May and November 2002.  We understand that your committee has access to the June 2001 submission only.  We attach for your information a copy of our two most recent submissions.

The Bills have addressed many of the issues raised in our submission on the exposure draft.  There are a few matters that we consider are still of concern and we highlight these below.  We note that regulations will be of great importance in the operation of the new regime represented by the Bills but that no draft regulations have been made available publicly.  Clearly the drafting of regulations will be vital in ensuring the new regime achieves its aims of improving the system of designs protection in Australia and they will need to be reviewed carefully once drafted.

Issues relating to the Bills

We briefly set out some remaining issues with the Bills.

Reduction in the term of protection

The term of protection is to be reduced from 16 years to 10 years.  This is allegedly justified on the basis that Australia is a net importer of intellectual property.  That will be of little comfort to Australian based designers and design owners.  In circumstances where the designs legislation has long been criticised for failure to give design owners any real and effective rights in respect of their designs, it is disappointing that the promised increased protection (which may have had the effect of increasing the confidence of Australian designers to file their designs) will be of reduced term.  Rather than assist design owners, the reduction in the term is detrimental to them.

Spare parts - right of repair
Our concerns with the approach taken in the Bills to this issue are set out in the submissions attached to this letter. 

Policy considerations aside, the model adopted will, in our view, be largely unworkable for design owners, making enforcement of legitimate rights unduly expensive.  By way of example, establishing that the design is used for non repair purpose presumably involves consideration of the subjective intent of a potential infringer: a very difficult matter indeed.  We question whether the new regime does strike the right balance between design owners and users of designs.  In circumstances where the user of a design might easily provide evidence of the legitimacy of use, why is the burden of proof moved to the party less able to obtain that evidence? 

We also envisage, at least in the short term, that issues relating to the definition of 'repair' will add to the expense of litigation.  'Repair' is defined non‑exhaustively in clause 72(5) of the Bill and is clearly of uncertain scope.  Similarly, the definition of 'complex product' is enormously broad and may well result in the (unintended) widespread unauthorised use of designs for a great variety of products.

Examination process

The 'formalities only' initial examination of designs is unsatisfactory as it provides certainty neither to design owners nor to people wanting to know if a design is free to use.  It ought to be replaced with a substantive examination procedure upon initial application.  The proposed system means there will be 'rubber stamping' of designs that are not actually deserving of design protection and threats made in respect of those.  This is an abuse of the system in that it gives 'design owners' rights that they should not otherwise have and it is not to the point to say that an action for unjustified threats may be brought:  litigation is often a far more onerous undertaking than simply backing off and allowing the 'design owner' to exercise rights they do not in fact have.  

An expanded prior art base, on the other hand, will have implications for the costs of examination of designs which are likely to be ultimately borne by applicants for design registration.  This may mean that design owners will not routinely seek certification which is necessary before a design may be enforced.  It is therefore likely that, in some cases, a design owner will not be able to enforce rights they ought legitimately be able to enforce.

We would be happy to discuss any questions you may have in respect of these matters and matters raised in our earlier submissions.

Yours sincerely

	Susan McMaster
Senior Associate

Susan.Mcmaster@aar.com.au
Tel 61 3 9613 8544
	Tim Golder
Partner

Tim.Golder@aar.com.au
Tel 61 3 9613 8925
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