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Introduction 
Further to the appearance of Dr Benjamin Mitra-Kahn and Dr Paul Gardner at the hearing of the Senate 
Economics Legislation Committee on 19 August 2019, IP Australia is pleased to provide the following 
additional information to assist in the Committee’s consideration of the Bill. This additional information 
aims to supplement and in one case correct a numerical error in answers provided to the Committee at the 
hearing. 

Correction 
IP Australia notes that the witnesses, Dr Gardner and Dr Mitra-Kahn, made an error in the numbers quoted 
at the Committee hearing, and provided some approximations for others. We apologise for the error where 
the witnesses stated that Australian small and medium sized enterprises (SMEs) file approximately 1600 
innovation patents a year and certify 450 of them. The correct figures are that Australian SMEs file 
approximately 400 innovation patents a year and certify approximately 70 of them. A breakdown of exact 
figures by year is provided in section 2.2 below. 

Contents 
This supplemental material is in two parts: 

1. The first part provides answers to the two questions on notice. 

2. The second part provides additional information that may assist the Committee’s consideration, 
given the lines of enquiry at the public hearings.  

• Section 2.1 provides reference to the original intent of Parliament in creating the innovation 
patent.  

• Section 2.2 provides complete figures for the number of applications, grants and enforceable 
standard and innovation patents for the period 2011-17. The data shows that Australian SMEs 
filed between two and two-and-a-half times as many standard patents in this period, and 
received between three and ten times as many enforceable standard patents as innovation 
patents in a given year.  

• Section 2.3 provides information on the fees, timelines and attorney costs of filing provisional, 
innovation and standard patent applications as available to IP Australia. 

• Section 2.4 provides a summary of the submissions made by the software industry to the public 
consultations undertaken on the innovation patent. 

 

If the Committee would benefit from any further information, please contact: 
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1. Answers to questions on notice 
How many Full-Time-Equivalent (FTE) staff are involved at IP Australia in the 
administration of innovation patents? What changes to FTE will there be at IP 
Australia if the innovation patent is phased out? 

IP Australia’s activity-based costing records indicate that examination effort for innovation patents is 
approximately 12.5 FTE and administrative processing is approximately 1 FTE. This gives a total of 
approximately 13.5 FTE in IP Australia involved in the administration of the innovation patent system. 

Should the Bill be enacted as drafted, the innovation patent system will be phased out. As innovation 
patents will still be filed up to a year from Royal Assent; divisional filings will still be allowed after that time 
and innovation patents can be examined any time in the following eight years, IP Australia will be required 
to devote some examination and administration capacity to innovation patents during the phase out. This is 
expected to decrease over the eight-year period. 

Patent examiners at IP Australia examine both standard and innovation patents. Any additional 
examination capacity from a reduction in demand for innovation patents would be transferred to the 
examination of standard patents. This would help to address the additional demand for standard patents 
that is anticipated if the innovation patent is phased out. 

IP Australia carefully monitors workloads and recruits to ensure sufficient examination and administration 
capacity to meet demand, in accordance with the Australian Government’s Cost Recovery Guidelines. If 
demand for examination or administration services falls due to a reduction in innovation patent work, we 
would expect to lower our recruitment so that we do not replace natural attrition (currently around 3% of 
examination staff per annum), and as a result our workforce would gradually be reduced. 

Can you please provide the number of people that make an application for a 
provisional patent application that then flows on to a standard patent application and 
the number of standard patent applications that have never involved a provisional? 

Table 1 shows the proportion of applications from 2000-2017 by Australian residents and what they claim 
priority from, if anything. Over that time period 28% of innovation patent applications filed by Australian 
residents originated from an Australian provisional application. 
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2. Further additional information 
2.1 Original intent of Parliament in enacting the innovation patent system. 

At the public hearing, Senators asked about IP Australia’s advice to government that the innovation patent 
system is not achieving its intended outcomes. For the Committee’s reference, we provide the following 
extracts from the Explanatory Memorandum to the Patents Amendment (Innovation Patents) Bill 2000 
outlining the intention of the system and its intended benefits. 

The innovation patent system will encourage and stimulate innovation by providing a means through 
which Small to Medium Enterprises (‘SMEs’) in particular can seek rights to exclude their competitors 
from copying inventions in which the owners of the rights have invested money and effort to develop. 
…  
By providing defined rights, the system will help create certainty about what can or cannot be copied 
and the system also provides an avenue for appeal.  The certainty and transparency of the system will 
reduce the compliance burden business would face without such rights. 

-Explanatory Memorandum to the Patents Amendment (Innovation Patents) Bill 2000.1 

Dr Mitra-Kahn noted that the economic evidence available shows that the innovation patent does not 
promote innovation by Australian SMEs, causes uncertainty for third parties and innovators due to low 
standards and the large number of unexamined innovation patents on the register, and imposes an 
estimated $11 million per annum compliance burden that is mostly borne by Australian companies.  
  

 

 
1 https://www.legislation.gov.au/Details/C2004B00764/Explanatory%20Memorandum/Text 
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